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Period for Reply »~.™™» w» «" cover sneer witn me correspondence address - 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION { ' 
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- Failure to reply «nthin the set or extended period for repiy wil., b/statute oause the apS communication. 

Status 

Responsive to communication(s) filed on 15 February 2002 . 
2aM This action is FINAL. 2b)D This action is non-final. 

3) D appli f tion is i" c u ondition for allowance except for formal matters, prosecution as to the merits is 
Disposition of ClSms 00 6 ""^ E * PBrte Quay ' 6, 1 935 C D ^ ■ 453 O.G. 21 3. 

4) S Claim(s) (£10 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) 6-10 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

| Application Papers 

9) D The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 

1 1) D The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All bM Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 1 7 2(a)) 

See the attached detailed Office action for a list of the certified copies not received. 

1 4) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 11 9(e) (to a provisional application). 

^xm 8 ! D The translation of tne fore '9 n language provisional application has been received 

15) U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 

Attachment(s) 

1) Q Notice of References Cited (PTO-892) 

2) D Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 



4) □ Interview Summary (PTO-41 3) Paper No(s). . 

5) Q Notice of Informal Patent Application (PTO-1 52) 

6) U Other: 
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Art Unit: 1712 

A Request for Continued Examination has been filed February 15, 2002 
(Paper No. 20). The following response addresses the preliminary amendment filed on 
the same day. 



The text of section 103(a) of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 

Claims 6-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Japanese Patent Nos. 5,194711 and 6-329570 and Asai et al. 

The rejection is maintained for the reasons of record set forth in the previous 
Office actions. The arguments filed February 15, 2002 have been considered but are 
unpersuasive. 

The tetrakisphenol clathrate curing accelerator of claims 8 and 9 and defined as 
an optional component in claim 10 is shown in Japanese 71 1 (page 15, paragraph 13, 
2,4,6-tris-(dimethylaminomethyl)phenol 1 o-dimethylaminomethylphenol, 
2-methylimidazole, 2-ethyl-4-methylimidazole or 1,8-diazabicyclo-(4,5,0)-undecene-7 as 
an accelerator), Japanese '570 (nitrogen-containing heterocyclic compounds) and 
Asai et al. (col. 3, lines 47-51, nitrogen-containing heterocyclic compounds such as 
imidazole). It would have been obvious to employ the tetrakisphenol of Japanese '570 
and Asai et al. as the clathrate compound for the accelerators of Japanese '71 1 in order 
to optimize the chemical stabilization. 
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Claim 10 denotes either a tetrakisphenol clathrate with an epoxy-reactive curing 
agent and/or a tetrakisphenol clathrate with an epoxy resin accelerator. None of the 
claims is limited to the tetrakisphenol clathrate itself as an epoxy resin accelerator. 

The evidence presented in Table 1 (specification, page 24, Sample Nos. 10 
and 24), Table 2 (page 25, Sample No. 32) and Table 3 (page 28, Sample Nos. 48, 50, 
53 and 54) is reproduced in Table 1 on page 6 of the amendment after Final rejection 
mailed September 21 , 2001 (Paper No. 16) except for the reporting of pot life results. 
Such values can only be validated by presentation in a 37 CFR 1.132 declaration since 
they were not originally revealed in the specification. 

The evidence is not commensurate in scope with the claims with respect to a 
representative sampling of the myriad curatives and accelerators to be combined with 
the tetrakisphenol clathrate such as the diverse species described on page 7, the last 
paragraph, to page 10, line 10 of the specification. 

The closest prior art clathrate is the bisphenol A shown on page 1 5, 
paragraph 14, item (14) of Japanese 71 1 due to the presence of two phenolic moieties 
which most closely resembles the claimed tetraphenol structure. Consequently, the 
sole valid comparison involves Sample No. 32 (1 mole tetrakisphenol ethane: 2 moles 
of 2-methylimidazole) vs. Sample No. 54 (1 mole bisphenol A vs. 1 mole of 
2-methylimidazole). However, the testing of a single type of curative or accelerator 
does not establish the criticality of the various structurally and functionally diverse 
species within the ambit of the claims. 
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No sample calculations are presented to verify the allegation on page 4 of the 
preliminary amendment filed February 15, 2002 that the molar ratio of clathrate:epoxy 
groups is 0.1 :1 . There is no documentation to indicate that the UVR-6410 exhibited in 
Comparison Example 4 (page 33) is a diglycidyl ether of bisphenol A. Note that the 
mole ratio is expressed in claims 6, 9 and 10 as a ratio between the molar amount of 
clathrate containing the curative and the equivalents of epoxy groups within the epoxy 
resin. It is unclear whether the alleged molar ratio of 0.1:1 reflects the claimed units. 
Even if the alleged molar ratio is considered, the testing of a single molar ratio of 0.1:1 
does not confirm the patentability of the claimed minimum of two orders of magnitude 
lower at 0.001:1. 

The suggestion, teaching or motivation to utilize the tetrakisphenol clathrate of 
Japanese '570 and Asai et al. as the host compound of Japanese 71 1 resides firmly in 
Japanese '570 and Asai et al. wherein chemical stability (Japanese '570) and ease of 
release upon heating (Asai et al., col. 14, lines 33-35) are ascribed to a tetrakisphenol 
as a clathrate. 



Japanese priority application no. 177468-1997 filed July 2, 1997 has not been 
received. The other three cited Japanese priority applications have been filed 
February 27, 1998 (Paper No. 7). 
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All claims are drawn to the same invention claimed in the parent application prior 
to the filing of this Request for Continued Examination under 37 CFR 1.1 14 and could 
have been finally rejected on the grounds and art of record in the next Office action. 
Accordingly, THIS ACTION IS MADE FINAL even though it is a first action after the 
filing under 37 CFR 1.114. Applicant is reminded of the extension of time policy as set 
forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is filed 
within TWO MONTHS of the mailing date of this final action and the advisory action is 
not mailed until after the end of the THREE-MONTH shortened statutory period, then 
the shortened statutory period will expire on the date the advisory action is mailed, and 
any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date 
of the advisory action. In no event will the statutory period for reply expire later than 
SIX MONTHS from the mailing date of this final action. 
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